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DETAILED ACTION 

Claim Rejections - 35 USC § 112 

1 . The following is a quotation of the first paragraph of 35 U.S.C. 1 12: 

The specification shall contain a written description of the invention, and of the manner and process of making 
and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and use the same and shall set forth the best mode 
contemplated by the inventor of carrying out his invention. 

2. Claims 1-6 are rejected under 35 U.S.C. 112, first paragraph, as failing to comply with 
the enablement requirement. The claim(s) contains subject matter which was not described in the 
specification in such a way as to enable one skilled in the art to which it pertains, or with which 
it is most nearly connected, to make and/or use the invention. Claim 1 recites "the outer machine 
part and the external circumferential surface of the inner machine part are fastened one over the 
other by means of compression connection, ...". However, it is unclear what is meant by 
"compression connection". The specification does not describe what this assembly process 
encompasses. In addition, there are no figures that show how the outer machine part is actually 
assembled to the inner machine part. What is shown in the figures is the final product. 

Applicant argues in the response filed 1 1-20-06 (paragraph bridging pages 6-7) that "... 5 
a patentee is entitled to omit what is well-known to those of ordinary skill in the art." in 
responding to this 35 USC 112 1 st paragraph rejection raised in the last office action. However, 
this argument is not convincing because it is unclear what specific process is used to create the 
"compression connection". Is the diameter of the inner machine part 2 initially larger than the 
inner diameter of the outer machine part 3 and then the inner machine part 2 (with an initially 
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larger outer diameter) is forced into the outer machine part 3. This type of force fit is known to 
create plastic deformation of the outer part in the plastic range. Alternatively, if the inner 
machine part 2 has an outer diameter initially larger than the inner diameter of the outer machine 
part 3, is the outer machine part first expanded and then placed over the inner machine part to 
create the compression connection? However, if this were the case, it is unclear how there would 
be deformation of the outer machine part in the "plastic range" if the outer machine part is 
deformed radially outward as now recited in claim 1 . Furthermore, it is unclear how the outer 
machine part would be attached to the inner machine part if it is expanded plastically. 

It is the opinion of the examiner that the original disclosure does not have sufficient 
description of how to make or use the claimed invention. It is unclear what "well known" 
process that applicant is referring to in the arguments filed 1 1-20-06 because applicant has not 
specifically identified such process and how it would work to create compression connection. 

3. Claims 1-6 are rejected under 35 U.S.C. 112, first paragraph, as failing to comply with 
the written description requirement. The claim(s) contains subject matter which was not 
described in the specification in such a way as to reasonably convey to one skilled in the relevant 
art that the inventor(s), at the time the application was filed, had possession of the claimed 
invention. Applicant has included the new limitation "radially overlap". There is no support in 
the original disclosure for the term "radially overlap". 

4. Claims 1-6 are rejected under 35 U.S.C. 1 12, first paragraph, as failing to comply with 
the written description requirement. The claim(s) contains subject matter which was not 
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described in the specification in such a way as to reasonably convey to one skilled in the relevant 
art that the inventor(s), at the time the application was filed, had possession of the claimed 
invention. Claim 1 now includes the limitation "outer machine part is deformed radially 
outward " There is no support in the original disclosure for deforming the outer machine part 
radially outward. There is no mention of the way the compression connection is obtained in 
applicant's specification. 

Claim Rejections - 35 USC § 102 

5. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

6. Claims 1 and 4 are rejected under 35 U.S.C. 102(b) as being anticipated by Small 
(US1441459). 

Small teaches a subassembly comprised of at least two machine parts including: an 
outer machine 8 part having an internal circumferential surface and a cooperating inner machine 
part lb having an external circumferential surface wherein the internal circumferential surface, 
of the outer machine part 8 and the external circumferential surface of the inner machine part lb 
are fastened one over the other by means of compression connection (figure 5), the outer 8 and 
inner lb machine parts being so positioned along an axis with respect to each other that they 
overlap and the dimensions of the inner lb and outer 8 machine parts and respective materials 
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thereof are selected such that the outer machine part 8 is deformed into the plastic range of 
material strained (see figure 5). 

Regarding the limitations of claim 4 pertaining to the contraction of the inner machine 
part corresponding to the level of contraction of the outer machine part at maximum overlap of 
the compression connection for elastic deformation of the outer machine part, note that: 

"[E]ven though product-by-process claims are limited by and defined by the process, determination of patentability is 
based on the product itself. The patentability of a product does not depend on its method of production. If the product in 
the product-by-process claim is the same as or obvious from a product of the prior art, the claim is unpatentable even 
though the prior product was made by a different process." In re Thorpe, 777 F.2d 695, 698, 227 USPQ 964, 966 (Fed. 
Cir. 1 985) (citations omitted) (Claim was directed to a novolac color developer. The process of making the developer was 
allowed. The difference between the inventive process and the prior art was the addition of metal oxide and carboxylic 
acid as separate ingredients instead of adding the more expensive pre-reacted metal carboxylate. The product-by- 
process claim was rejected because the end product, in both the prior art and the allowed process, ends up containing 
metal carboxylate. The fact that the metal carboxylate is not directly added, but is instead produced in-situ does not 
change the end product.). 

Where the claimed and prior art products are identical or substantially identical in structure or composition, or 
are produced by identical or substantially identical processes, a prima facie case of either anticipation or 
obviousness has been established, in re Best, 562 F.2d 1252, 1255, 195 USPQ 430, 433 (CCPA 1977). 'When 
the PTO shows a sound basis for believing that the products of the applicant and the prior art are the same, the 
applicant has the burden of showing that they are not." In re Spada, 91 1 F.2d 705, 709, 15 USPQ2d 1655, 1658 
(Fed. Cir. 1990). Therefore, the prima facie case can be rebutted by evidence showing that the prior art 
products do not necessarily possess the characteristics of the claimed product. In re Best, 562 F.2d at 1 255, 
195 USPQ at 433. See also Titanium Metals Corp. v. Banner, 778 F.2d 775, 227 USPQ 773 (Fed. Cir. 1985) 
(Claims were directed to a titanium alloy containing 0.2-0.4% Mo and 0.6-0.9% Ni having corrosion resistance. 
A Russian article disclosed a titanium alloy containing 0.25% Mo and 0.75% Ni but was silent as to corrosion 
resistance. The Federal Circuit held that the claim was anticipated because the percentages of Mo and Ni were 
squarely within the claimed ranges. The court went on to say that it was immaterial what properties the alloys 
had or who discovered the properties because the composition is the same and thus must necessarily exhibit 
the properties.). 

See also In re Ludtke, 441 F.2d 660, 169 USPQ 563 (CCPA 1971) (Claim 1 was directed to a parachute canopy 
having concentric circumferential panels radially separated from each other by radially extending tie lines. The 
panels were separated "such that the critical velocity of each successively larger panel will be less than the 
critical velocity of the previous panel, whereby said parachute will sequentially open and thus gradually 
decelerate." The court found that the claim was anticipated by Menget. Menget taught a parachute having three 
circumferential panels separated by tie lines. The court upheld the rejection finding that applicant had failed to 
show that Menget did not possess the functional characteristics of the claims.); Northam Warren Corp. v. D. F. 
Newfield Co., 7 F. Supp. 773, 22 USPQ 313 (E.D.N.Y. 1934) (A patent to a pencil for cleaning fingernails was 
held invalid because a pencil of the same structure for writing was found in the prior art.). 



7. Claims 1 and 4 are rejected under 35 U.S.C 102(b) as being anticipated by Harvey 
(US 1839964). 

Harvey teaches a subassembly comprised of at least two machine parts including: an 
outer machine 5 part having an internal circumferential surface and a cooperating inner machine 
part 2 having an external circumferential surface wherein the internal circumferential surface, of 



Application/Control Number: 10/801,415 



Page 6 



Art Unit: 3726 



the outer machine part 5 and the external circumferential surface of the inner machine part 2 are 
fastened one over the other by means of compression connection (figure 5), the outer 5 and inner 
2 machine parts being so positioned along an axis with respect to each other that they overlap 
and the dimensions of the inner 2 and outer 5 machine parts and respective materials thereof are 
selected such that the outer machine part 5 is deformed into the plastic range of material strained 
(see figure 5). 



Regarding the limitations of claim 4 pertaining to the contraction of the inner machine 
part corresponding to the level of contraction of the outer machine part at maximum overlap of 

the compression connection for elastic deformation of the outer machine part, note that: 

"[E]ven though product-by-process claims are limited by and defined by the process, determination of patentability is 
based on the product itself. The patentability of a product does not depend on its method of production. If the product in 
the product-by-process claim is the same as or obvious from a product of the prior art, the claim is unpatentable even 
though the prior product was made by a different process." In re Thorpe, 111 F.2d 695, 698, 227 USPQ 964, 966 (Fed. 
Cir. 1985) (citations omitted) (Claim was directed to a novolac color developer. The process of making the developer was 
allowed. The difference between the inventive process and the prior art was the addition of metal oxide and carboxylic 
acid as separate ingredients instead of adding the more expensive pre-reacted metal carboxylate. The product-by- 
process claim was rejected because the end product, in both the prior art and the allowed process, ends up containing 
metal carboxylate. The fact that the metal carboxylate is not directly added, but is instead produced in-situ does not 
change the end product.). 

Where the claimed and prior art products are identical or substantially identical in structure or composition, or 
are produced by identical or substantially identical processes, a prima facie case of either anticipation or 
obviousness has been established. In re Best, 562 F.2d 1252, 1255, 195 USPQ 430, 433 (CCPA 1977). "When 
the PTO shows a sound basis for believing that the products of the applicant and the prior art are the same, the 
applicant has the burden of showing that they are not" In re Spada, 911 F.2d 705,709, 15 USPQ2d 1655, 1658 
(Fed. Cir. 1 990). Therefore, the prima facie case can be rebutted by evidence showing that the prior art 
products do not necessarily possess the characteristics of the claimed product. In re Best, 562 F.2d at 1255, 
195 USPQ at 433. See also Titanium Metals Corp. v. Banner, 778 F.2d 775, 227 USPQ 773 (Fed. Cir. 1985) 
(Claims were directed to a titanium alloy containing 0.2-0.4% Mo and 0.6-0.9% Ni having corrosion resistance. 
A Russian article disclosed a titanium alloy containing 0.25% Mo and 0.75% Ni but was silent as to corrosion 
resistance. The Federal Circuit held that the claim was anticipated because the percentages of Mo and Ni were 
squarely within the claimed ranges. The court went on to say that it was immaterial what properties the alloys 
had or who discovered the properties because the composition is the same and thus must necessarily exhibit 
the properties.). 

See also In re Ludtke, 441 F.2d 660, 169 USPQ 563 (CCPA 1971) (Claim 1 was directed to a parachute canopy 
having concentric circumferential panels radially separated from each other by radially extending tie lines. The 
panels were separated "such that the critical velocity of each successively larger panel will be less than the 
critical velocity of the previous panel, whereby said parachute will sequentially open and thus gradually 
decelerate." The court found that the claim was anticipated by Menget. Menget taught a parachute having three 
circumferential panels separated by tie lines. The court upheld the rejection finding that applicant had failed to 
show that Menget did not possess the functional characteristics of the claims.); Northam Warren Corp. v. D. F. 
Newfield Co., 1 F. Supp. 773, 22 USPQ 313 (E.D.N.Y. 1934) (A patent to a pencil for cleaning fingernails was 
held invalid because a pencil of the same structure for writing was found in the prior art.). 
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Claim Rejections - 35 USC § 103 

8. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

9. Claims 2, 3 and 5 are rejected under 35 U.S.C. 103(a) as being unpatentable over Harvey 
in view of Franke (US62677 1 2). 

Although Harvey teaches that the inner and outer machine parts are used for bearings, 
Harvey does not specifically teach that the outer machine part comprises a tensioning roller and 
the inner machine part comprises a raceway ring of a rolling bearing. 

Franke teaches an outer machine part 4 that comprises a tensioning roller 3 and an inner 
machine part 5 that comprises a raceway ring of a rolling bearing 6. 

Therefore, it would have been obvious to one of ordinary skill in the art, at the time of the 
invention, to have providing the bearing of Harvey with a tensioning roller and rolling bearing, 
in light of the teachings of Franke, in order to provide a pressure roller that could be used for 
textile machines. 

Regarding claim 5, the particular dimensions of the raceway ring and running disk is 
considered to be an obvious matter of design to a person of ordinary skill in the art, at the time of 
the invention, depending upon the desired strength characteristics and side that the pressure roller 
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needs to be. In addition, official notice is taken that the claimed sizes are well known to a person 
of ordinary skill in the art when creating bearings. 

Regarding the limitations of claim 3 pertaining to the contraction of the inner machine 
part corresponding to the level of contraction of the outer machine part at maximum overlap of 
the compression connection for elastic deformation of the outer machine part, note that: 

"[E]ven though product-by-process claims are limited by and defined by the process, determination of patentability is 
based on the product itself. The patentability of a product does not depend on its method of production. If the product in 
the product-by-process claim is the same as or obvious from a product of the prior art, the claim is unpatentable even 
though the prior product was made by a different process/' In re Thorpe, 777 F.2d 695, 698, 227 USPQ 964, 966 (Fed. 
Cir. 1985) (citations omitted) (Claim was directed to a novolac color developer. The process of making the developer was 
allowed. The difference between the inventive process and the prior art was the addition of metal oxide and carboxylic 
acid as separate ingredients instead of adding the more expensive pre-reacted metal carboxylate. The product-by- 
process claim was rejected because the end product, in both the prior art and the allowed process, ends up containing 
metal carboxylate. The fact that the metal carboxylate is not directly added, but is instead produced in-situ does not 
change the end product.). 

Where the claimed and prior art products are identical or substantially identical in structure or composition, or 
are produced by identical or substantially identical processes, a prima facie case of either anticipation or 
obviousness has been established. In re Best, 562 F.2d 1252, 1255, 195 USPQ 430, 433 (CCPA 1977). 'When 
the PTO shows a sound basis for believing that the products of the applicant and the prior art are the same, the 
applicant has the burden of showing that they are not." In re Spada, 91 1 F.2d 705, 709, 1 5 USPQ2d 1 655, 1 658 
(Fed. Cir. 1990). Therefore, the prima facie case can be rebutted by evidence showing that the prior art - 
products do not necessarily possess the characteristics of the claimed product. In re Best, 562 F.2d at 1255, 
195 USPQ at 433. See also Titanium Metals Corp. v. Banner, 778 F.2d 775, 227 USPQ 773 (Fed. Cir. 1985) 
(Claims were directed to a titanium alloy containing 0.2-0.4% Mo and 0.6-0.9% Ni having corrosion resistance. 
A Russian article disclosed a titanium alloy containing 0.25% Mo and 0.75% Ni but was silent as to corrosion 
resistance. The Federal Circuit held that the claim was anticipated because the percentages of Mo and Ni were 
squarely within the claimed ranges. The court went on to say that it was immaterial what properties the alloys 
had or who discovered the properties because the composition is the same and thus must necessarily exhibit 
the properties.). 

See also In re Ludtke, 441 F.2d 660, 169 USPQ 563 (CCPA 1971) (Claim 1 was directed to a parachute canopy 
having concentric circumferential panels radially separated from each other by radially extending tie lines. The 
panels were separated "such that the critical velocity of each successively larger panel will be less than the 
critical velocity of the previous panel, whereby said parachute will sequentially open and thus gradually 
decelerate." The court found that the claim was anticipated by Menget Menget taught a parachute having three 
circumferential panels separated by tie lines. The court upheld the rejection finding that applicant had failed to 
show that Menget did not possess the functional characteristics of the claims.); Northam Warren Corp. v. D. F. 
Newfield Co., 7 F. Supp. 773, 22 USPQ 313 (E;d.N.Y. 1934) (A patent to a pencil for cleaning fingernails was 
held invalid because a pencil of the same structure for writing was found in the prior art.). 



10. Claim 6 is rejected under 35 U.S.C. 103(a) as being unpatentable over either one of 
Small or Harvey. 

Regarding claim 6, the particular dimensions of the raceway ring and running disk is 
considered to be an obvious matter of design to a person of ordinary skill in the art, at the time of 
the invention, depending upon the desired strength characteristics and side that the pressure roller 
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needs to be. In addition, official notice is taken that the claimed sizes are well known to a person 
of ordinary skill in the art when creating bearings. 

11. Claims 1-6 are rejected under 35 U.S.C. 103(a) as being unpatentable over Franke 
(US62677 1 2) in view of Applicant's Admitted Prior Art (APA). 

Franke teaches an outer machine part 4 and an inner machine part 5. 

Franke does not specifically teach a compression connection as claimed. 

APA implies that a connection is well known (1 1-20-06, paragraph bridging pages 6-7, 
that . . , a patentee is entitled to omit what is well-known to those of ordinary skill in the art."). 

Therefore, it would have been obvious to one of ordinary skill in the art, at the time of the 
invention to have provided the invention of Franke with the claimed compression connection, 
which is considered to be well known as stated by APA, in order to provide a secure connection 
between the inner and outer machine parts. Regarding claims 5 and 6, the particular dimensions 
of the raceway ring and running disk is considered to be an obvious matter of design to a person 
of ordinary skill in the art, at the time of the invention, depending upon the desired strength 
characteristics and side that the pressure roller needs to be. In addition, official notice is taken 
that the claimed sizes are well known to a person of ordinary skill in the art when creating 
bearings. 

Response to Arguments 

12. Applicant's arguments filed 1 1-20-06 have been fully considered but they are not 
persuasive. 
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13. Applicant argues that the claims have been amended to include the limitation "radial 
overlap". However, the original disclosure support or describe this newly added limitation. 
Applicant states on page 6, lines 20-21 that the amendments to the claims are fully supported by 
the original specification as filed, however applicant has not specifically pointed out where the 
newly added limitations could be found in the specification. 

14. Applicant argues that in both Small and Franke (it appears Applicant was referring to 
Harvey rather than Franke) there is no "radial overlap". It is noted that this is considered a 
method of making limitation wherein the patentability of product does not depend on its method 
of production. In re Thorpe, 111 F.2d 695, 697, 227 USPQ 964, 966 (Fed. Cir. 1985) (citing In 
re Pilkington, 41 1 F.2d 1345, 1348, 162 USPQ 145, 147 (CCPA 1969)). If a product in a 
product-by-process claim is the same as or obvious from a product in the prior art, the claim is 
unpatentable even though the prior product is made by a different process. Id. citing In re 
MarosU 710 F.2d 799, 803, 218 USPQ 289, 292-93 (Fed. Cir. 1983); Johnson & Johnson v. W.L 
Gore, 436 F. Supp. 704, 726, 195 USPQ 487, 506 (D. Del. 1977); see also In re Fessmann, 489 
F.2d 742, 744, 180 USPQ 324, 326 (CCPA 1974). 

1 5. The final product that is claimed include the following structural features: 

- outer machine part 

- inner machine part 

- outer machine part deformed into the plastic range 

Harvey is considered to teach an outer machine part 5, inner machine part 2 and plastic 
deformation (figure 5). 
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1 6. Applicant argues that "As to claim 1 , there is no radial overlap between the parts before 
they are assembled ". This is evidence that the limitation "radial overlap" is a method of making 
limitation and therefore does not further limit the final structural features of the claimed 
"subassembly". 

1 7. Applicant argues that Small and Harvey do not teach the step of "radial outward" 
deformation. Again, this is a method of making limitation, the patentability of product does not 
depend on its method of production. In re Thorpe, 111 F.2d 695, 697, 227 USPQ 964, 966 (Fed. 
Cir. 1985) (citing In re Pilkington, 41 1 F.2d 1345, 1348, 162 USPQ 145, 147 (CCPA 1969)). If a 
product in a product-by-process claim is the same as or obvious from a product in the prior art, 
the claim is unpatentable even though the prior product is made by a different process. Id. citing 
In re MarosU 710 F.2d 799, 803, 218 USPQ 289, 292-93 (Fed. Cir. 1983); Johnson & Johnson v. 
W.L. Gore, 436 F. Supp. 704, 726, 195 USPQ 487, 506 (D. Del. 1977); see also In re Fessmann, 
489 F.2d 742, 744, 180 USPQ 324, 326 (CCPA 1974). 

1 8. Applicant argues that the features of claims 3-4 do not pertain to a method of 
manufacture or product by process. However, the limitations of claim 4 (now amended) are still 
considered method of making limitations because there is no specific structure added to the final 
product. 

1 9. In response to applicants argument that Franke and Harvey are nonanalogous art, it has 
been held that a prior art reference must either be in the field of applicant's endeavor or, if not, 
then be reasonably pertinent to the particular problem with which the applicant was concerned, 
in order to be relied upon as a basis for rejection of the claimed invention. See In re Oetiker, 911 
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F.2d 1443, 24 USPQ2d 1443 (Fed. Cir. 1992). In this case, they are both in the same field of 
applicant's endeavor, namely bearings. 

20. In response to applicant's argument that the process of Harvey would destroy the raceway 
ring of a roller bearing, the test for obviousness is not whether the features of a secondary 
reference may be bodily incorporated into the structure of the primary reference; nor is it that the 
claimed invention must be expressly suggested in any one or all of the references. Rather, the 
test is what the combined teachings of the references would have suggested to those of ordinary 
skill in the art. See In re Keller, 642 F.2d 413, 208 USPQ 871 (CCPA 1981). 

2 1 . Applicant's arguments with respect to the disclosure in Harvey of how the bearing 
assemblies are produced (by cold drawing) has been considered. It is noted, however, that the 
structural features of Harvey are what are being relied upon since the instant invention is directed 
to a product not a method of making. 



Conclusion 

22. Applicant's amendment necessitated the new ground(s) of rejection presented in this 
Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 706.07(a). 
Applicant is reminded of the extension of time policy as set forth in 37 CFR 1 . 1 36(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
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CFR 1 .136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the date of this 
final action. 

Interviews After Final 

23. Applicant note that an interview after a final rejection will not be granted unless the 
intended purpose and content of the interview is presented briefly, in writing (the agenda of the 
interview must be in writing) to clarify issues for appeal requiring only nominal further 
consideration. Interviews merely to restate arguments of record or to discuss new limitations will 
be denied . See MPEP 714.13 and 713.09. 

24. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Marc Jimenez whose telephone number is (571) 272-4530. The 
examiner can normally be reached on Monday-Thursday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, David Bryant can be reached on (571) 272-4526. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9 1 99 (IN USA OR CANADA) or 57 1 -272- 1 ( 
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